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2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-43 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) ^ Claim(s) is/are allowed. 

6) |EI Claim(s) 1-13,16,18 and 20-37 is/are rejected. 

7) E3 Claim(s) 14.15.17.19 and 38-43 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
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Claim Objections 

Claim 29 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Claim 29 fails to further 
limit claims 1,3, and 5 because said claims already provide a tobacco with a moisture 
content of at least 1 0%. 

Claim 30 is objected to because of the following informalities: typing error of the 
word "or" at the first line of claim 30. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 25-27 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In claims 25-27, the phrase "said tobacco" makes it 
unclear to which tobacco is being referred. Is it the tobacco of step a, b, or c? 

It is noted for the record that the phrase "or wherein said tobacco having a 
reduced amount of ..." in claims 1 , 3, and 5 is being read as an optional limitation. 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 2, 4, 8-10, 12-13, 16, 18, 20-21, 23-24, 28, and 33-37 are rejected under 
35 U.S.C. 102(b) as being anticipated by Muller (US 4,506,682). Muller discloses 
providing a vessel 4 comprising tobacco (see Abstract), contacting the tobacco with 
sub-critical carbon dioxide (see Col. 3, lines 8ff), and removing the fluid from the vessel 
to extract a component (tobacco aroma oil) from the tobacco (see abstract). 

As for claims 2 and 4, each specifying a component of the extracted material, it is 
deemed that, in view of Muller contacts the tobacco under the substantially the same 
sub-critical conditions (See Muller Col. 3-4) as disclosed by applicant such as 
temperature range, pressure range, ratio of carbon dioxide to tobacco, and treatment 
time, it would be inherent that the claimed specific components would also be extract 
from Muller's treated tobacco. 

As for claims 8-10, the fluid contacting the tobacco is described by Muller as 
being a gas and a liquid (Col. 7, lines 32). 

As for claims 12-13, the sub-critical fluid comprising tobacco components are 
separated by a heat-exchanger and expansion vessel 10. (See Col. 7, lines 39ff) The 
component, tobacco aroma oil, would comprise of the claimed PAH in view that it is 
obtained by similar process conditions set forth by applicant's specification. 

As for claims 16, and 18, 20-21 , separator vessel is deemed as heat exchanger 9 
wherein the substance capable of separating the constituent tobacco oil is deemed as 
the cooling fluid of the heat exchanger wherein the temperature of the sub-critical is 
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lowered to in order to precipitate the constituent dissolved in the sub-critical fluid (See 
Col 7, lines 37ff). 

As for claims 23-24, the sub-critical fluid is re-circulated back to the vessel 10, 
deemed as the vessel used in step B of applicant's claims. (See Col. 7, lines 47ff) 
As for claim 28, see above. 
As for claims 34 and 36, see above 

Claims 1 , 3, 1 1 , 29, 30-33 and 35 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by White (US 6,048,404). White discloses at Col. 3, lines 50-53 discloses 
treating tobacco in a Parr bomb (the claimed vessel). The tobacco in the vessel 
contains 10% moisture content, see example 1 . The vessel is filled with ethane as 
noted in Col. 5, lines 41 and the tobacco is contacted with the carbon dioxide at sub- 
critical conditions, see Col. 3, lines 38-58 providing temperature and pressure that are 
sub-critical. The sub-critical fluid would be removed when the Par bomb is opened to 
remove the tobacco. In regards to the claimed reduction of constituent tobacco, it would 
be inherent that the tobacco will have a reduced constituent as claimed because White 
contacts the tobacco under the substantially the same sub-critical conditions as claimed 
by applicant. 

As for claim 30, the pH of untreated tobacco is in the claimed range of 4-9. 
As for claims 33 and 35, in view that the process limitations are met by White, the 
product derived from the claimed process would be inherently the same. 

Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 33, 35, and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Muller (US 4,506,682). Mueller teaches the claimed process steps 
except for treating of the tobacco having a10% moisture. However, it is deemed that 
the claimed product would have been obvious to a person of ordinary skill in the art 
because Mueller substantially mirrors the claimed process steps. 

"[Ejven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

In the instant case the claimed process only differs from Mueller in that it recites 
a specific moisture content of the treated tobacco. However, it is deemed that said 
limitation does not further add structural limitations distinct to Mueller's tobacco because 
it would be expected to have the claimed reduction of constituent tobacco would also be 
share by Mueller in view that the process steps of Mueller and the claimed invention are 
substantially the same. 
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Claims 5-7 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over White (US 6,048,404). As for claims 5-7 and 22, White does not disclose the 
reuse of the gas filling the Par bomb but it would have been obvious to a person of 
ordinary skill in the art to have recycled the gas in order reduce cost. Furthermore, it 
would have been obvious to a person of ordinary skill in the art to have the gas that 
previously filled the Parr bomb to be channeled into another vessel in order to prevent 
contamination of the atmosphere around the operators of the Parr bomb. Consequently 
in re-using the gas, a vessel in connection with the Parr bomb would be required in 
order to remove the gas filling the Par bomb. Additionally, the Parr bomb would be 
isolated from the vessel/ Parr bomb receiving the gas that filled the Par bomb in order to 
allow for the tobacco to be removed from the Parr bomb after the tobacco has been 
treated. 

Allowable Subject Matter 

Claims 14, 15, 17, 19 and 38-43 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

Response to Arguments 

Applicant's arguments filed 5/26/09 have been fully considered but they are not 
persuasive. In regards to the 1 12 2 nd paragraph rejection, applicant fails to specifically 
provide which tobacco is being referrend in claims 25-27 Applicant summarizes what 
the claims providesbut such showing does not clarify in the claim which tobacco is being 
deposited with the removed components of step b. 
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Applicant argues that claims 2 and 4 are not disclosed by the prior art because 
"the methods cannot result in selective removal of PAH or secondary alkaloid." 

As noted above, it was deemed that, in view of Muller contacts the tobacco under 
the substantially the same sub-critical conditions (See Muller Col. 3-4) as disclosed by 
applicant such as temperature range, pressure range, ratio of carbon dioxide to 
tobacco, and treatment time, it would be inherent that the claimed specific components 
would also be extract from Muller's treated tobacco. Furthermore, the claim does not 
require any degree of specificity, meaning the process of claims 2 and 4 does not 
require that only PAH or secondary alkaloid be removed. Hence, in view that Applicant 
has not addressed the Examiner's prima facie reasoning noted above, Applicant's 
argument is deemed as unpersuasive. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CARLOS LOPEZ whose telephone number is (571)272- 
1 193. The examiner can normally be reached on Mon.-Fri. 8am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571.272.1189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Carlos Lopez/ 
Primary Examiner 
Art Unit 1791 



